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CUmm I -25 arc pending in the subject application. By the amcndmait suhniiltcd on August 
30,2006jhcapniiciintf!h.'ul amended claims 6.y. 13, and 1 6 smd had canceled chains 1-5. 10-12. 17- 
20. iiud 24. IJy ihc present aincndnicnl, the applicaiUs have further amended claims 1 6. 2 1 , and 22 li) 
concclly recite ihc steroidal qiiinol of the invciitioji. No new subject matter has been added by thi.s 
jauciulnicnt. Support for Ihc amendments to the claims can be found throughout die subject 
application. Accordioijly. claims 6.9. 13-16. 21-23. and 2S arc now before Ok Hxamincr for 
consi<lcriition. 

The amendments set forlh herein should not be intcquelcd to indicate thnt the applicants have 
agreal wilh, or ac<iiiic::ced to, the rejections set forth in the outstanding OITicc Actiot). Favorable 

consiclcifttionoflheclaiiusnowprcKCMted, in viewofthoremarksnnd amendment set forth herein,!^ 
carniv'sUy solicilcd, 

As an initial mailer, die applicants wish to thank Examiner Bodio for the indication of 
<« llowahlc sul,jcct matter in this case. In accordance wilh the Rxamincr's suggestions, the applicants 
h«vo rowrillon claims 6 and 13 in independent fbmi. Tl)us. the applicants believe thatthc currently 
pending claims arc in condition for allowance, ajid such action is respectfully requested. 

Claims 1-5. 7-9, 16-20, and 23-25 have been rejected under 35 U.S.C. §112. second 
l^aray aph. Wilh rooard to the rejection of claim 16. the applicants have amended the claim to 

corrcclly^cci(cthe<,»inol2-(l.adam^ntyl^l0^-hydroxyestrn-l,4-<^icne-3.17.diune, which isderived 
fron. Ihe p.ircnt compound 2.<l-adamantyl).3-hydroxycstra- 1.3.5(1 OHricn- 1 T^one. Accordingly, 
rcconsidciniion and withdrawal of this rejectio,» under 35 US.C. §112. second paragraph, is 
respectfully Tcquesled. 

Ctfims 21 and 22 have been nyeclcd mvler 35 US.C. §102(b) as aniicipaied by Lunn et ah 
(Tcuahcdron. 1968). The apiilicants respccifuily traverse this rejection because the Lunn ct al. 
reference neither tcachc. nor suggcsls the applicant's qninol or phannacemical composition. 

It is basic prcnusc ofpatcm law that, in order to anticipate, a single prior art rcfe. cnce must 
disclose within its four come.-s. cadLandeycixeLenMll^lheck J„ I.nulamnm v. 

AmnUan f/oist and Da.rick Co,. 221 USPQ 481 (Fed. Cir. 1984). the court slated: 
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WPiL^nd t wy cJcuMn^^^^^ arranged asiiUhc claim. C^i^ 

..lOUM Q678(I'ui.Cir. 1983). In deciding Ihc issue ofantfcipalion the rexnmin<ii-l 

.spcc./,cra,oii ;tn<l prosccuHonlnslory, aiid idem^^ 

Q 7S1 (J ed. Cir, 1983) (emphasis added). 221 USPQ at 485. 

rn Dm'cy V. Ahuy Chcm. Co. v. Mhnex Co.. Judge Learned Hand wrote: 

No doclrinc of ll.c patent law is bctfcr a.iablishcd tlian that a prior patent to be 
cm a.,t.cn>at.on must bear wilhia its four comc«j adequaii diSo "fo tiic 
pr«ci.cc[ortho..ub.scquenti„vcnlioii]...ir(hoe«rlierdi^^^^^ 

ktwS t^' .correspondingly enriched the store of com. o.i 

knowledge. ;.iid ,1 ,s not an anticipation. 52 USPQ 138 (2nd Or. 1942). 

The .pplicont. rcspcctAdly st^bmit that Luna et al do not disclose 2-(l-adarnantyl>.10^- 
I.ydro.xyo.,ra-1.4.dionc-3.l7-dioneasnowreciredinclain,s21a„d22. Instead, a«„o^ 
Acho... tlie [..nn et al reference teaches the cvystallizalion and production of Z^faOaiMsMdh 
-y/M (componnd U2, .ce page 6774). The skilled artisan would rvadily acknowledge U.at the 
qmnol 2-(l-n<I.v..nLyl).lO/^-hydroxyc>.(ra-l.4.dicnc3.17-dione is not one and the same as the 
compound 2-(«d.nmantyM)-o.lronc. Becau.so Lunn ei oL do not di.<;closc the clain^ed quinol the 
npphcant's clnin,., cannot be said to be anticipated by Lunn ci al Accordh.gly. tl,e appHca,.ts 
rc«pcciAdlyr.qncsrrcco,.sidorationandwilhdmwaloftheicjectionsetforthundcr.35U.S.C §102(b) 
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liivicwoftlioforogoingrcmarksandthcarncndmenLsaWanaprcsciited 
dniod Au^vMsi 30, 2000, ihc Ri^plicnnte believe llial the currenily pending claims arc in wndition for 
aJlowjiiicc, and such aclioii is respectfully requested. 

The Commissioner is hereby autliorizcd to charge any fees under 37 Cl'R §§1.16 or 1, 1 7 as 
required by lliis j>aj^cr to Deposit Account No. 19-0065. 

'1110 npplicunts also invito the Rxarainer to call tlic undensigacd if clarification is needed on 
*Miy of (his response, or if the Gxaminer believes a tclqihonc interview would expedite the 
proseciKion of the subject spplicaiion to completion. 



Respectfully siibniil ted, 




Ml Hi/la 



Marg;ircl Hfron 
Patent Attorney 
Registration No. 47,545 
Phone; 352-375-8100 
Fax No,; 352-372-5800 
Address: P.O. Box 142950 

Gainesville, hlu 32614-2950 
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